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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

2. Claims 1 , 2, 4-7, and 13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Konig et al. (U.S. Patent No. 4,242,410). 

For claims 1 and 2, Konig teaches a curing component that is the mixture of 
polyamines and ketones, where the reaction forms ketimine and water. Col. 3, lines 54- 
60. For claim 4, here Konig teaches that additional water may also be added. For claim 
5, K6nig teaches ratios that overlap those claimed by applicant in col. 3, line 66 through 
col. 4, line 8. 

For claims 6 and 7, Konig discloses prepolymers derived from polyisocyanates 
and polyols, i.e. polyurethanes in col. 3, lines 1-17. For claim 13, Konig teaches that 
preferred isocyanates include those containing isocyanates that are bonded to 
secondary or tertiary carbon atoms in col. 2, lines 66-68. 

3. Claims 1 , 3-7, and 13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Pedain et al. (U.S. Patent No. 4,895,883). 

For claims 1 , 3, and 4, Pedain teaches a curing agent containing a ketimine 
component, water, and amine in col. 7, lines 38-65. Here, Pedain teaches that 



Application/Control Number: 10/717,586 Page 3 

Art Unit: 1712 

hydrolytic cleavage occurs indicating ttiat ketone is present. For claim 5, Pedain 
teaches ratios that overlap those claimed by applicant in col. 5, line 63 through col. 6, 
line 2. 

For claims 6 and 7, Pedain teaches polyurethane prepolymers in col. 3, lines 3- 
11. For claim 13, Pedain teaches that preferred isocyanates include those containing 
isocyanates that are bonded to secondary or tertiary carbon atoms in col. 2, lines 62-66. 

4. Claims 1 , 4-6, and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brindell et al. (U.S. Patent No. 4,184,950). 

For claims 1, 4, and 5, Brindell teaches curing components containing an amine 
and ketimlne. See Example 1 . Note that there is water present, which would result in 
the presence of a ketone. Here, for claims 6 and 8, Brindell teaches that an epoxy resin 
prepolymer is used. 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the inventton is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 , 3, and 6-1 6 are rejected under 35 U.S.C. 1 02(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Okuhira (U.S. Patent No. 
6,271,333). 
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Okuhira teaches a composition that contains an organic polymer having at least 
one reactive silyl group, an isocyanate, and a ketimine curing agent. Col. 1, lines 50-62. 

For claims 6, 7, 9, and 13-16, Okuhira teaches that the isocyanate compound is 
a urethane prepolymer that is derived from isocyanates where the isocyanate Is bound 
to a tertiary or secondary carbon. Col. 6, lines 20-28 and 41-45. For claims 8 and 9, in 
col. 17, Okuhira teaches that an epoxy resin may be added to the composition. Col. 17, 
lines 52-62. For claims 10-12, the organic polymer having a silyl group is the 
prepolymer other than the urethane and epoxy prepolymers. 

For claims 1 and 3, Okuhira teaches that the composition is taken out of sealed 
containers and exposed to moisture in the air. Col. 18, lines 61-64. The examiner's 
position Is that when moisture from the air is added to the composition, applicant's 
claimed curing component Inherently results, which is consistent with the limitations set 
forth for claim 3. "[T]he PTO can require an applicant to prove that the prior art products 
do not necessarily or inherently possess the characteristics of his [or her] claimed 
product. Whether the rejection is based on inherency' under 35 U.S.C. 102, on prima 
facie obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof is 
the same... [footnote omitted]." The burden of proof is similar to that required with 
respect to product-by-process claims. In re Fitzgerald, 619 F. 2d 67, 70, 205 USPQ 594, 
596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 
(CCPA1977)). 
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Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. McFadden (U.S. Patent No. 4,353,819), Pedain etal. (U.S. 
Patent No. 5,068,402), and Hayashi et al. (U.S. Patent No. 6,037,435) are cited for 
general interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey B. Robertson whose telephone number is (571) 

272- 1092. The examiner can normally be reached on Mon-Fri 7:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). . 
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